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- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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DETAILED ACTION 

1. This action is responsive to the application filed February 26, 2002. 

2. Claims 1-29 have been examined. 

Priority 

3. The priority date considered for this application is February 26, 2002. 

Oath /Declaration 

4. The oath or declaration is defective. A new oath or declaration in compliance 
with 37 CFR 1.63 identifying this application by application number and filing date is 
required. See MPEP §§ 602.01 and 602.02. 

The oath or declaration is defective because it does not include the signature 
and date of inventor Eitan Bachmat. 

Drawings 

5. The drawings filed March 17, 2003 are objected to because Figure 2 does not 
show the source of branch 22 (e.g., input data-stream). 

Appropriate correction is required. 



Specification 

6. The title of the invention is not descriptive. A new tittle is required that 
is clearly indicative of the invention to which the claims are directed. 

The following title is suggested: - Method and System for Evaluating 
Performance of Algorithms Executed by Data- Storage Systems - 
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7. The Abstract of the disclosure is objected because the phrase "The 
performance of a competing algorithm executing in place of the incumbent algorithm 
is then simulated" in lines 3-4 is unclear. It is not clearly understood whether the term 
"performance" in this context is to be interpreted as being "execution of an action" or 
as being "efficiency." If performance is to be interpreted as being efficiency, it is then 
unclear as to how an efficiency value (e.g., 75%) could be simulated. 

8. The same remark also applies to the disclosure, which also contains use of the 
term "performance" in the context of "efficiency." 

Correction is required. 

Claim Objection 

9. Claims 14 and 29 are objected to because of the following informalities: 

a. a conjunctive - and - should be added at the end of the limitation 
preceding the last limitation of the claim; 

b. the phrase "a competing algorithm" before the limitation "performance 
of said competing algorithm" in line 5 of claim 14 and line 6 of claim 29 appears to be 
redundant and should be deleted. 

Claim Rejections - 35 USC § 1 12 

10. The following is a quotation of the second paragraph of 35 U.S.C. § 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant regards as his 
invention. 

11. Claims 2-5, 7, 9-11, 13-14, 16-22, 24-26 and 28-29 are rejected under 35 U.S.C 
§112, second paragraph, as being indefinite for failing to particularly point out and 
distinctly claim the subject matter which applicant regards as the invention. 



Application/Control Numben 10/083,670 
Ait Unit: 2122 



Page 4 



a. 



Indefinite: 



l. 



Claims 2 (line 2) and 17 (line 3) recite the limitation "said 



competing algorithm is preferable to said incumbent algorithm." It is 
unclear what standards are being used to determine that a competing 
algorithm is preferable to an incumbent algorithm. This limitation is 
thus vague and indefinite. 

ii. Claims 3 (line 3), 4 (line 3), 5 (line 3), 7 (line 2), 18 (line 3), 19 (line 
3), 20 (line 4) and 22 (line 3) recite the limitation "a selected interval/' It 
is unclear as to whether or not time interval is being referred to. 

iii. Claims 9 (line 2), 13 (line 1), 24 (line 2) and 28 (line 2) recite the 
limitation "cost associated with replacing said incumbent algorithm/ 5 
The associated cost is deemed vague and indefinite because it is unclear 
whether the cost relates to finance or performance. 

iv. Qaims 1 (line 5), 10 (line 4), 11 (line 4), 13 (line 3), 16 (line 6), line 
21 (lines 2, 5), 25 (line 5), 26 (lines 5, 9) and 28 (line 4) recite the 
limitation "simulating a performance of said competing algorithm/' It is 
not clearly understood whether the term "performance" in this context 
is to be interpreted as being "execution of an action" or as being 
"efficiency." If performance is to be interpreted as being efficiency, it is 
then unclear as to how an efficiency value (e.g., 75%) could be simulated. 

v. Claims 14 (line 9) and 29 (line 10) recite the limitation "data 
indicative of a comparison between said incumbent algorithm and said 
competing algorithm." Since it is unclear as to what criteria have been 
used for comparison, the Examiner reads the limitation as "data 
indicative of a performance comparison for art rejection purposes. 
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vi. Claims 13 (line 2) and 28 (lines 2-3) recite the limitation "a 
performance selected from said actual performance." This limitation is 
deemed unclear because it is not understood whether "said actual 
performance" includes other performance criteria among which one is 
being selected for incorporating the cost of replacement, 
b. Lack of antecedent basis: 

i. Claims 14 (lines 3, 7) and 29 (lines 4,8) recite the limitation "said 
input stream." There is insufficient antecedent basis for this limitation in the 
claim. 

ii. Claim 5 recites the limitation "The method of claim 3, wherein 
the displaying data comprises." This limitation lacks proper antecedent basis. 
The limitation "The method of claim 3, wherein the displaying data 
comprises" should be changed to - The method of claim 4, wherein the 
displaying data comprises - in order to have proper antecedent basis. 

iii. Claim 20 recites the limitation "The method of claim 18, wherein 
the displaying data comprises." This limitation lacks proper antecedent basis. 
The limitation "The method of claim 18, wherein the displaying data 
comprises" should be changed to - The method of claim 19, wherein the 
displaying data comprises - in order to have proper antecedent basis. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
12. 35 U.S.C 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this tide. 
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13- Claim 15 is rejected under 35 U.S.C § 101 because the claimed invention is 
directed to non- statutory subject matter. 

Qaim 15 merely recites a system comprising a data-condenser, a competing- 
algorithm simulator and a tournament manager. These components are merely 
software components, i.e., computer programs per se. Such claimed matter, which is 
descriptive materialise, non- functional descriptive material is not statutory because 
it is not a physical "thing" nor a statutory process as there are not "acts" being 
performed. Such claimed computer programs do not define any structural and 
functional interrelationships between the computer program and other claimed 
aspects of the invention which permit the computer's program's functionality to be 
realized. Since a computer program is merely a set of instructions capable of being 
executed by a computer, the program itself is not a process, without the computer- 
readable medium needed to realize the computer's functionality. In contrast, a 
claimed computer- readable medium encoded with a computer program defines 
structural and functional interrelationships between the computer program and the 
medium which permit the computer program's functionality to be realized, and is thus 
mandatory. Warnmkm> 33 F.d at 1361, 31 USPQ 2d at 1760. InreSarkar, 588 R2d 
1330, 1333, 200 USPQ 132, 137 (CCPA 1978). See MPEP § 2106 (IV)(B)(l)(a). 

On this basis, claim 15 is rejected under 35 U.S.C. § 101. 

Claim Rejections - 35 U.S.C. § 102 
14. The following is a quotation of the appropriate paragraphs of 35 U.S.C 
§102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a f oreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

15. Claims 1-29 are rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 5,809,282 to Cooper et al. ("Cooper"). 

Claims 1, 14, 16 and 29 

Cooper discloses at least: 

euduating an mcmbent-dgyrit^ indhttiw (fa performance of an inatrrbent 
algorithm (see at least Figure 3, step 320 and related discussion in the specification; note 
that the claimed "incumbent algorithm" is equated to Cooper's baseline network 
simulation); 

sim^Utirigperforrmnx of a oorrpetmgdgjrithme^ in place of said mambent 
dgjrithm(see at least Figure 3, steps 340, 350 and related discussion in the 
specification); 

on the basis <f saidsimAatkfn> eutluatinga oonpetmgdgjrithmsa^ 
perforrmn&tfsaidojrnpet^ at least Figure 3, step 360 and related 

discussion in the specification); and 

proudingsaid conp&ingdgjrithmsoo^ and said immbent-dgjrithmsi^ to an 
output (kike (see at least Figure 3, step 370 - providing scores; Figure 2, item 240 and 
Figure 1, items 120, 122 - output device; and related discussion in the specification). 

Claims 2 and 17 

The rejection of base claims 1 and 16 are incorporated. Cooper further 
discloses prodding data indiattke cf whether said aorrpeting dgorithm is preferable to said 
immbent dgprithm(see at least Figure 3, step 370 and related discussion in the 
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specification; the report showing the ranking in accordance with an user's preferences 
would help the user determine whether competing algorithms, i.e., new network 
simulations are preferable to the baseline network simulation). 

Claims 3 and 18 

Rejections of base claims 1, 16 and intervening claims 2, 17 arc incorporated. 
Cooper further discloses vherempmddir% comprises mcfrkormgsa 
sajreardsaidcmpeti^ at least 8:66 - 9:7). 

Claims 4 and 19 

Rejections of base claims 1, 16 and intervening claims 2-3, 17-18 are 
incorporated. Cooper further discloses 'uhemnprui^ further comprises displaying 
data indkatiw cf a performance cf said watrrbent algpritbmardsaid competing dgyrithm during 
said selected iriterud (see at least Figure 3, step 370 - providing scores; Figure 2, item 240 
and Figure 1, items 120, 122 - output device; and related discussion in the 
specification). 

Claims 5 and 20 

Rejections of base claims 1, 16 and intervening claims 2-3, 17-18 are 
incorporated. Cooper does not specifically disclose therein displaying data oonprises 
euduatmg a ratio indicatiiE cf an extent to ishido said oompetmgd^jridomsccfr^ exceeds said 
mambent dgpridTmsajre dwir% However, the claimed ratio is deemed 

inherent to Cooper's scenario assessment, architecture assessment and cost 
assessment (9:3-26) because in order to zsstss these performance criteria, a ratio has 
to be established. 
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Claims 6 and 21 

The rejection of base claims 1 and 16 is incorporated. Cooper further discloses 
wherein sim^tingpetfonm^ awprises: 

obtaining rma-data (htracterizing an input-data stmtmpruiided to said incurrbent 
algorithm (see at least Figure 3, steps 330, 340 and related discussion in the 
specification); and 

simjktmgpefomurias of saidoonpetingd^^ it to operate on an 
mpvA-(ktastrmm (see at least Figure 3, steps 350, 360 and 

related discussion in the specification). 

Claims 7 and 22 

Rejections of base claims 1, 16 and intervening claims 6, 21 are incorporated. 
Cooper further discloses wherein obtaining rma-data oonprises rmintaining statistics descriptize 
(f said input data-sfiwmdur^ at least 9:17-20). 

Claims 8 and 23 

The rejection of base claims 1 and 16 is incorporated. Cooper does not 
specifically disclose uheivin equating a airrpetirgdgprit^ inayrporatinga 
penalty into said conpeting-algyrtf^ However, assigning penalty would necessarily 
be inherent to Cooper's cost assessment so ranking could be achieved (see at least 
Figure 3, steps 360, 370 and related discussion in the specification; 9:20-26). 

Claims 9 and 24 

Rejections of base claims 1, 16 and intervening claims 8, 23 are incorporated. 
Cooper does not specifically disclose selecting said penalty to be indkatuiE qfaoost associated 
with replacing said incurn^ However, this feature is 
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deemed inherent to the Cooper teachings because the objective of Cooper's cost 
assessment is to determine which scenario would not be cost effective (see at least 
Figure 3, steps 360, 370 and related discussion in the specification; 9:20-26). 

Claims 10 and 25 

Cooper discloses at least: 

on the basis cf said statistical doaracterizatkn, simulating a performance cf said 
competing dgprithm were it to execute on said data-storage system in place cfsaid mambert 
algorithm (see at least Figure 3, steps 340, 350 and related discussion in the 
specification). 

Cooper does not specifically disclose statistically characterizing a usage pattern cfsaid 
datastorage system However, the usage pattern is deemed inherent to Cooper's 
gathering of statistical information of users of network equipment (see at least 9:17- 
20) because without users using the network equipment and as a result their usage 
pattern, gathering of statistical information would not be possible. 

Claims 11 and 26 

The rejection of base claims 10 and 25 are incorporated. Cooper further 
discloses: 

euduating actual performance cf said incwrhent algorithm in response to said usage 
pattern (see at least Figure 3, step 320 and related discussion in the specification); 

simdatingperfornnnce cf said competing algorithm in response to said usage pattern 
(see at least Figure 3, steps 330, 340, 350, 360 and related discussion in the 
specification); and 

oonvmnkatmg to an output deuce, data indicative cf a comparison betueen said 
actual performance cf said mcunhent dgprithm and said simdktadperforrmnce cfsaid competing 
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dgprithm(see at least Figure 3, step 370 - providing scores; Figure 2, item 240 and 
Figure 1, items 120, 122 - output device; and related discussion in the specification). 

Claims D and 28 

Rejections of base claims 10, 25 and intervening claims 11, 26 are incorporated. 
Cooper further discloses imorporattnga cost cf replacement into a performance sdectedfhmsaid 
actual performance cfsaid incmhent dgprithmarda simdated performance cf said cxnpeting 
dgorithn (see at least 9:3-26). 

Claims 12 and 27 

The rejection of base claims 10 and 25 are incorporated. Cooper further 
discloses e uhemn statetkatty characterizing a usage pattern cf said datastorage system emprises 
generating meta-data that characterizes an input data stream to said data-storage system (see at 
least Figure 3, steps 310, 330 and related discussion in the specification). 

Claim 15 

Cooper discloses at least: 

a data-condenser CDtfiguml to meiw a data-stream, said data-condenser generating 
meta-data characterizing said data stream (see at least Figures 2 and 7, item 240 and related 
discussion in the specification); 

a cunpetmgdgjrith^ in oommumcation with said data condenser, said 

oonpettng dgpritbmsimdator gpieratvng data mdicatiw cf ap^ 

algjrithm when said competing algorithm operates ana data-stream characterized by said meta-data 
(see at least Figure 3, Figure 2, items 210, 220, 230 and related discussion in the 
specification); and 
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a tournament managr carf^cred to pruride output data indkathe cf a comparison 
between a performance attribute cf said conpetingalgjrithmand a cor^pon^ performance 
attribute (fan incumbent algorithm (see at least Figure 2, item 240; Figure 3, item 370 and 
related discussion in the specification). 

Conclusion 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

17. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Hoang-Vu "Antony" Nguyen-Ba whose telephone 
number is (571) 272-3701. The Examiner can normally be reached on Tuesday- 
Friday, 6:45 to 16:45. 

If attempts to reach the Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Tuan Dam can be reached at (571) 272-3695. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306.. 

Information regarding the status of an application maybe obtained from the 
Patent Application Information Retrieval (PAIR) system Status information for 
published applications maybe obtained from either Private PAIR or Public PAIR 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBQ at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 




